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In the

Intti^Ji §tat^0 Ql0«rt of KppmU
For the Ninth Circuit

Intermountain Research and Engineer-

ing Company, Inc., Ireco Chemicals,

and Iron Ore Company of Canada,

Plaintiffs-Appellants, \ Appeal

V. > No.
22,142

i
Hercules Incorporated and

Kaiser Steel Corporation,

Defendants-Appellees.

BRIEF OF DEFENDANTS-APPELLEES

JURISDICTION

This being an action for infringement of a United States

Letters Patent, it arises under the patent laws of the United

States, 35 U. S. C. §§ 271 and 281. [R 2, 14]* The juris-

iiction of the District Court was properly invoked under

28 U. S. C. § 1338(a), and venue is based on 28 U. S. C.

\ 1400(b). [R 2, 14] U. S. Patent No. 3,113,059 was de-

;lared invalid under 35 U. S. C. §§ 102(b) and 103 in a

judgment rendered in accordance with Rule 56, F. R. C. P.

m June 6, 1967. [R 145-6]**

On July 5, 1967, the District Court entered an Order

Dursuant to Rule 54(b), F. R. C. P., certifying that the

*"R" followed by a number designates pages of the record on

ippeal.

**35 U. S. C. §§ 102 and 103, and Rules 56(b) and (c) are re-

)roduced in The Appendix hereof.



aforesaid judgment be considered a Final Judgment. [R

161] Jurisdiction of the Court of Appeals arises under 28

U. S. C. § 1291. The Notice of Appeal was filed in accord-

ance with Rule 7Z, F. R. C. P. on July 5, 1967. [R 162-3]

STATEMENT OF THE CASE

Appellants' statement is controverted to the extent that

certain portions thereof are considered to be inaccurate.

Also, it is considered that some ampHfication is needed in

order that the factual setting of this case be fully set forth.

THE PATENT IN SUIT

U. S. Patent No. 3,113,059 (hereinafter referred to

as the '059 patent) issued to W. O. Ursenbach and L. L.

Udy, and has been assigned to Intermountain Research

and Engineering Company, Inc., one of the plaintiffs

herein. It relates to a method of chemically treating or

stabilizing a slurry containing water, particulate aluminum

and an oxidizing agent to prevent or inhibit the reaction

of aluminum and water. The reaction of the aluminum

and water forms hydrogen, and is stated to be "exothermic"

—that is to say, heat is generated by the reaction. ['05S

patent, R 83-4, Col. 1, lines 22-26] In addition to the gener-

ation of heat and production of hydrogen caused by the alu-

minum-water reaction in unstabilized slurry mixtures, the

'059 patent states that considerable ammonia is evolved if the

slurry mixture contains ammonium nitrate (as the oxidiz-

ing agent). ['059 patent. Col. 2, lines 3-5]

The specification of the '059 patent discloses that similai

problems arise in connection with reclaiming dry, solid ex-

plosives which contain particulate aluminum together witl

oxidizing agents. ['059 patent, Col. 1, lines 31-41]

According to the '059 patent, the addition of a smal

amount of a phosphate selected from the group consisting



Df ammonium and alkali metal phosphates is effective to

nhibit the aluminum-water reaction. Such inhibition is

lescribed as stabilization. ['059 patent, Col. 1, lines 50-56]

No theory is advanced in the '059 patent as to how the

phosphate addition functions to inhibit the aluminum-water

eaction, nor is any criticality or uniqueness there attributed

:o the narrow class of phosphates disclosed to be suitable

ior use.

As evidence of the efficacy of phosphate addition, two
;pecific examples are included in the '059 specification. ['059

jatent, Examples I and II, Col. 2] In each example, the

;riterion of success was the amount of gas evolved from an

iqueous slurry containing a nitrate oxidizing agent, water

md particulate aluminum. In Example I, the oxidizing

igent was ammonium nitrate, whereas in Example II a

nixture of ammonium and sodium nitrates was used.

Example I involved a comparison of stabilized and un-

itabilized slurries based on the amount of gas evolved dur-

ng a period of six hours. According to the data set forth

n Example I, the unstabilized slurry mixture produced

ilmost three times the amount of gas produced by the slurry

nixtures which had phosphate addition. Further, Example
'. indicates that there was a 15°C. temperature rise in the

ilurry which did not contain phosphate, i.e. the reaction was

;xothermic.

Example II involved the testing of slurries of different

:ompositions to show the effects of addition of phosphates,

rhe slurries which did not contain phosphates evolved ex-

:essive gas after storage for two weeks, whereas the slurries

vhich were formulated with phosphates were stated to have

;xhibited no evolution of gas.

The '059 patent suggests that from 0.1% to 2% by

veight of phosphate, is effective. However, the patent goes

m to state that amounts larger than 2% may be used "but



no apparent added benefit appears to result". ['059 patent,

Col. 1, lines 61-66]

The patent teaches that the preferred phosphate is diam-

monium hydrogen phosphate, but indicates that other phos-

phates such as the tribasic, dibasic, or monobasic phosphates

of ammonium or alkali metals such as sodium or potassium

may be utilized. ['059 patent, Col. 2, lines 5-60]

No data are provided to justify the allegedly preferred

status of diammonium hydrogen phosphate.

No data are provided to show that other phosphates are

unsuitable for use in inhibiting the aluminum-water reac-

tion, nor is there even a suggestion that other phosphates

are unsuitable.

U. S. Patent No. 3,113,059 does not involve aqueous

slurry blasting compositions per se. The alleged invention

of the '059 patent is a method of inhibiting the aluminum-

water reaction in an aqueous slurry which contains partic-

ulate aluminum, water, and an inorganic nitrate. This is

clearly set forth in the '059 patent in column 1, lines 42-45

and 50-56, and was also admitted by counsel for plaintiffs-

appellants during the oral hearing. [Tr 50-1-2]*

THE PRIOR ART

Faber, U. S. 1,529,778

Faber U. S. Patent No. 1,529,778 [R 74-5] issued

March 17, 1925. This reference, hereinafter referred to

as Faber, is concerned with the inhibition of the aluminum-

water reaction in a slurry mixture containing aluminum,

water, and an inorganic nitrate. The end use of the slurry

mixture of Faber is a pyrotechnic article, i.e., a "sparkler"

*"Tr" followed by a number refers to a page of the transcript of

the proceedings in the District Court on May 15-16, 1967.
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of the type used by children to celebrate the Fourth of July.

rhe sparkler composition is prepared as an aqueous slurry

which is subsequently applied to wires, sticks or the Hke

and dried.

As will be explained in detail below, Faber found that

a buffer*, and in particular a phosphate, would inhibit the

aluminum-water reaction in his slurry mixture.

In the production of sparklers, according to Faber, there

is first formed an aqueous slurry** containing water, par-

:iculate aluminum in the form of aluminum powder, and a

nitrate oxidizing agent. [Faber, Col. 1, lines 9-21]

Faber states that a recurring problem in the manufac-

ture of sparklers had been the "fermenting" of the aqueous

slurry. When such condition occurred, the aqueous slurry

began to "bubble and boil, foaming up over the top of the

:ub and generating a great deal of heat."*** [Faber, Col.

1, lines 24-30] . Faber believed that the "fermenting" was

attributable to the reaction of aluminum and water with its

accompanying evolution of hydrogen. [Faber, Col. 1, lines

«-54]

In addition, Faber states that the hydrogen so formed

reacts with the nitrate to produce ammonia. The ammonia

50 produced and other by-products of the reaction create

an alkaline condition in the slurry. [Faber, Col. 1, line 54

to Col. 2, Hne 59]

Faber teaches that the addition of a "buffer" would

prevent the aluminum-water reaction, and expresses a pre-

*Buffer
—

". . . As the term is most commonly used in chemistry,

a buffer is a substance which, upon addition to a system, renders the

hydrogen ion concentration resistant to, or less sensitive to, additions

of acidic or alkaline substances . .
." The Van Nostrand Chemist's

Dictionary 105 (1953) [R 61]
**The term "slurry" is used by Faber in Col. 2, at lines 81, 89

and 98, for example. The court below fully appreciated that Faber

was concerned with a slurry. [Tr 53-4]

***i.e., "exothermic". See pp. 2 and 3 hereof.



ference for calcium monoacid phosphate. [Faber, Col. 1.

lines 85-87; Col. 2, lines 90-97]

Taylor, et al. U. S. 2,481,795

Taylor, et al. U. S. Patent No. 2,481,795 [R 76-9]

issued September 13, 1949. This reference, hereinafter

referred to as Taylor, relates in general to ammoniun:

nitrate explosives. The relevance of Taylor to the issues

before this Court resides in the disclosure that the explosive

art recognized that a variety of phosphates could be used

as buffers in ammonium nitrate mixtures.

Judge Real was fully cognizant of the limited purpose

for which Taylor was offered by defendants-appellees.

Thus, at Tr 44:

"[Mr. Churchill] Their second patent [Tay-

lor] has absolutely nothing to do with it. I think Mr,

Carr in his statement virtually admitted that today

That patent doesn't even show a composition con-

taining aluminum particles.

The Court: No, he said it was only produced

for the purpose of showing there were other buffer-

ing agents and those were phosphates."

Taylor shows that sodium dihydrogen phosphate and

ammonium dihydrogen phosphate, and alkali metal* phos-

phates were known buffers which could be incorporated in

explosive mixtures containing ammonium nitrate. [Taylor,

Col. 3, lines 60-69] It is noted that the term "buffer salt''

is used by Taylor. [Taylor, Col. 3, line 62] The calcium

phosphate disclosed by Faber is a buffer salt, as are the

various designated phosphates disclosed in the '059 patent.

*Sodium and potassium are alkali metals. See '059 patent, Col. 1

line 60.



COMMENTS ON APPELLANTS' STATEMENT
OF THE CASE

It is not correct that the Findings and Conckisions

adopted by the District Court are "founded entirely on

the Court's own interpretation of the patent in suit (R
*83-4) and of printed copies of two prior patents, Faber,

1,529,778 (R 74-5) and Taylor, et al., 2,481,795 (R 76-9)"

as contended by appellants at page 3 of their brief.*

As evidenced by the transcript of the proceedings before

Judge Real in connection with Defendants' Motion for

Summary Judgment on the '059 patent, there was consid-

erable colloquy between the Court and counsel for plaintiffs-

appellants at the oral hearing on the motion. Several of

these exchanges shed considerable light on the factual back-

ground of this case. Specific references to the transcript

of the proceedings in the District Court are made in

various sections of this brief to show that the District

Court's decision was not founded entirely upon its own
interpretation of the patent in suit and of the two prior art

patents upon which the judgment of invalidity was

founded.**

The statement at page 3 of appellants' brief that

Ursenbach is "a qualified expert in aqueous slurry explo-

sives" has no foundation other than in paragraph 2 of Ur-

senbach's own affidavit,*** a careful study of which fails

to reveal any basis for such a contention. The only portion

of paragraph 2 relating to Ursenbach's work with slurry ex-

plosives is the last sentence, which merely sets forth that he

*Emphasis added unless otherwise indicated.

**However, in a simple case such as this, the Court could prop-

erly have read the '059 patent and the references, and concluded

that the patent was invahd in view thereof.

***Plaintiffs filed an affidavit of W. O. Ursenbach in opposition to

Defendants' Motion for Summary Judgment. [R 120-3]
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has worked for one of the plaintiffs since 1961 on research

and development "in connection with" slurry explosives.

Appellants further assert that the Findings of Fact of

the District Court "ignore" the statements in the Ursen-

bach affidavit.* [P. Br. 3]** Appellants' choice of lan-

guage in this connection is inapt, if not misleading. The

lack of reference to the Ursenbach affidavit in the Findings

of Fact adopted by the District Court does not justify a con-

clusion that the Ursenbach affidavit was "ignored" in the

adoption by the District Court of such Findings.

On the other hand, and as will be shown hereinafter,

the Ursenbach affidavit suffers from a lack of evidentiary

facts from which the District Court could reach its own
conclusions based thereon. This shortcoming of the Ursen-

bach affidavit was brought to the Court's attention by coun-

sel for defendants-appellees during oral argument on the

Motion for Summary Judgment. [Tr 24-6, 53]

SUMMARY OF ARGUMENT

Identity Of Inventive Concept Negates Validity

The scope of a patent grant should be commensurate

with the inventor's contribution to the art. A fundamental

factor which must be considered in determining the extent

of the contribution is the inventive concept. If the inventive

concept of a later invention is found to be identical or

very closely related to the inventive concept of an earlier

invention, it is said that the earlier invention "anticipates"

*Plaintiffs-appellants did not submit a counter-order, nor did

plaintiffs-appellants submit any proposed additional Findings of Fact

for the Court's consideration.

**"P. Br." followed by a number refers to a page of plaintiffs-

appellants' brief on appeal.



he later invention. Alternatively, the inventive concept of

he later invention may be "obvious" in view of the earlier

disclosure. Thus, a primary question which must be

nswered in determining the validity of a patent is: What
5 the inventive concept underlying the invention?

Here the "inventive concept" of the '059 patent is

imple. It is a method of inhibiting the aluminum-water

eaction in an aqueous slurry containing a nitrate. The

lethod involves the addition of a small amount of phos-

hate. In '059, the end use of the slurry was a blasting

xplosive.

The earlier patent of Faber disclosed a virtually iden-

ical inventive concept in that he sought to inhibit the

luminum-water reaction in an aqueous slurry containing a

itrate. The means he employed was the addition of a

mall amount of a phosphate. His slurry was used for

laking sparklers.

Thus, the "inventive concept" of '059 and Faber were

he same. The patentees of '059 contributed nothing new

3 the art. To permit appellants to remove from the public

lomain that which Faber dedicated in exchange for his

latent monopoly is contrary to the basic purpose and tenets

>f the patent law.

Summary Judgment Was A Proper Remedy

The summary judgment procedure has been developed

,s the result of a recognition that there are matters unde-

erving of a full trial. If, on the face of the pleadings and

he papers presented to the court, there is no genuine issue

if material fact, the court may readily dispose of the matter

n a summary fashion without burdening itself and the

larties with the time and expense of a trial, the disposition

if which would be foreordained. Summary judgment has

leen recognized as a proper procedure in an appropriate
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patent case in which, as in any other case, there appears tc

be no genuine issue of material fact.

Summary judgment has been found to be an appropriate

procedure in many patent cases decided in this circuit, a most

recent example of which was Walker v. General Motors

Corp., 362 F. 2d 56 (9th Cir. 1966), wherein the Court

held the patent in suit to be invalid under 35 U. S. C. § 103,

Normally, summary judgment procedures in such cases ar^

confined to those in which both the patent in suit and the

prior art, representing earlier inventions, may be easil)

read and understood by the court.

Thus, if upon reading and understanding the patent ir

suit and the prior art, the court concludes that the inventior

of the patent either had been made by another at an earlier

date or would have been obvious to anyone ordinarily skilled

in the art in the light of what had gone before, the courl

should summarily invalidate the patent and dismiss the

complaint.

This is just such a case. The '059 patent in suit is simple

and easily understood. It relates to a method for inhibiting

the aluminum-water reaction in an aqueous slurry which

also contains an inorganic nitrate. The reaction is inhibited

by the addition of a small amount of a phosphate.

The Faber patent at a much earher date disclosed thai

the way to inhibit the aluminum-water reaction in an

aqueous slurry which also contained a nitrate, was to adc

thereto a small amount of a phosphate.

A mere reading of the '059 patent and the Faber refer-

ence will disclose the above to be the facts. No expert

assistance or guidance, nor a full trial is required in their

understanding. On the basis thereof, the lower court prop-

erly found the '059 patent to be invalid.

As stated in a leading case on summary judgment pro-

cedure in this Circuit

:



11

"Judicature is a practical business and the summary

judgment procedure has been introduced into our

practice as a practical device for the expeditious dis-

position of litigation where there appears to be no

need for the usual type of trial . . .

There are cases in which factual presentation is

necessary to make clear the significance of the patent

either because of conflicting interpretations of its

claims or because the patent, in its nature, is difficult

to understand. But there are other cases where there

can be little doubt what the patent claims and factual

presentation is not necessary to illuminate the al-

leged invention . . . This appears on its face to be

such a case." Park-In Theatres v. Perkins 190 F.

2d 137, 142 (9th Cir. 1951).

There Is No Presumption of Validity of '059

An issued patent is presumed to be valid. However, this

-esumption only applies with respect to the prior art

itents and publications which were considered by the Ex-

niner in connection with the prosecution of the application

)r patent. The presumption does not apply with respect to

irtinent prior art which was never considered in the Patent

iffice. The principal references herein were never con-

dered by the Patent Office.

he Patentees of the '059 Patent Are Charged with Knowledge
of The Prior Art

It is well recognized that regardless of whether a pat-

itee has actual knowledge of prior patents, such prior

atents are nonetheless properly considered as prior art.

The '059 Patent Is Invalid Under 35 U. S. C. § 102(b)

The '059 patent is directed to an aqueous slurry con-

lining aluminum, water and an inorganic nitrate to which
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was added a small amount of a phosphate for the purpose

of inhibiting the reaction between aluminum and water. It

was recognized that such reaction gave off heat and gener-

ated hydrogen and ammonia. These effects were found to

be deleterious in the slurry which was to be stored for later

use as a blasting explosive.

Faber is prior art as to the '059 patent. The inventive

concept of Faber, which was earlier in time, was the addi-

tion of a small amount of a buffer, such as calcium phos-

phate, to inhibit the aluminum-water reaction in an aqueous

slurry containing aluminum, water and an inorganic nitrate.

Faber recognized that the aluminum-water reaction

generated heat in the slurry and gave off hydrogen and

ammonia, which adversely affected his slurry.

Thus, the problem confronting the patentees of '059

and Faber was the same and their solution to the problem

was the same. In short, the inventive concept of the '059

patent was fully disclosed by Faber Zl years before the

application for '059 was filed.

The fact that '059 claims only ammonium and alkali

metal phosphates, and particularly diammonium hydrogen

phosphate, which is stated to be preferred, does not serve

to patentably distinguish it from Faber. There is nothing

in the '059 patent to indicate that the claimed phosphates

are in any way critical or that other phosphates are unsuit-

able for the same purpose. Further, there is no denial that

the calcium phosphate of Faber would also serve to inhibit

the aluminum-water reaction of the '059 patent.

Nor is the limitation as to particular amounts of phos-

phate in certain of the claims sufficient to patentably dis-

tinguish over Faber. Claims 2 and 4 call for 0.1% to 2%
of the phosphate, but the patent clearly teaches that more

than 2% phosphate can be used, with no apparent added

benefit. Faber discloses the use of 3-5% phosphate as an

inhibitor.
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Clearly, the inventive concept of the '059 patent was dis-

closed by Faber and as a consequence, the '059 patent is

invalid under 35 U. S. C. § 102(b).

The '059 Patent Is Invalid Under 35 U. S. C. § 103

As previously noted Faber disclosed that a buffer, such

as calcium phosphate, could be used to inhibit the aluminum-

water reaction in an aqueous slurry containing, in addition,

an inorganic nitrate

Taylor, admittedly a prior art reference, disclosed that

alkali metal phosphates and specifically ammonium dihy-

drogen phosphate and sodium dihydrogen phosphate were

useful as buffers in explosive compositions containing

nitrates. The latter two phosphates are the very phosphates

disclosed for use in the '059 patent.

It would be obvious to anyone with minimum skill in the

art that the aluminum-water reaction in an aqueous slurry

containing an inorganic nitrate could be inhibited by em-

ploying the Faber method, using the Taylor buffers—am-

monium dihydrogen phosphate, sodium dihydrogen phos-

phate or any alkali metal phosphate. In view thereof, the

'059 patent is invalid under 35 U. S. C. § 103.

There Are No Genuine Issues Of Material Fact

In the lower Court, appellants urged upon Judge Real

that there were many genuine issues of material fact which

precluded the grant of summary judgment herein. These

issues were urged in appellants' brief and at oral argument.

In view of the utter simplicity of the patent in suit and the

two prior art patents presented, the lower Court appreciated

that the issues were neither genuine nor material, but were

raised merely in an attempt to avoid summary judgment.
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For example, appellants urged that Faber inhibited the

aluminum-water reaction by a buffering action, whereas no

buft'ering was involved in '059. Appellants overlooked, al-

though the Court did not, the fact that it is totally irrelevant

whether or not Faber was correct in his theorization. It is

enough that Faber taught the use of a buffer in the form of

calcium phosphate to inhibit the reaction, and that the '059

patent merely used other phosphates, which were known
buffers, to inhibit the same reaction in the same environ-

ment.

Findings Of Fact 2, 3, 4, 6, 8 and 10 Are Supported
In The Record

Findings 1, 5, 7 & 9 are not challenged by appellants.

With respect to challenged findings 2, 4 & 6, appel-

lants do not assert that these findings lack support in the

record, but generally that they are inaccurate, misleading,

or incomplete. Finding 3 is challenged as having no basis

in the record.*

Findings 8 and 10, although generally challenged [P.

Br, 10], are not otherwise referred to by appellants.

The challenged findings are dealt with in detail herein-

after. The findings are accurate, they are by no means

misleading, and they are as complete as is necessary for a

disposition of the matter at hand.

Briefly, appellants complain that the lower Court did

not, in its Findings, take proper cognizance of the end use

of the slurry of the '059 patent, of the particular phosphates

employed and the amounts suggested for use, and of the

manner in which the phosphates of '059 and the prior art

function to inhibit the aluminum-water reaction.

*Whereas the Finding speaks of "criticality or uniqueness",

appellants characterize the choice of phosphate and amount thereof

merely as being "of importance", without arguing criticality. [See
P. Br. 20, 24]
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These are immaterial matters which have no bearing on

the ultimate issue of validity of the '059 patent. Findings

2, 3, 4 & 6 are confined to material matters on the basis of

which the Court concluded, and properly so, that the inven-

tion of the '059 patent was described and taught in Faber

(Finding 8), and obvious in view of Faber and Taylor

(Finding 10), and that hence '059 was invalid.

Having discussed each of the points of the Argument

in summary fashion, we will hereinafter discuss each of

the same points in more detail.

ARGUMENT

I.

IDENTITY OF INVENTIVE CONCEPT NEGATES VALIDITY

The touchstone of the quid pro quo theory of the grant-

ing of patents in this country is the correspondence between

the patent monopoly and the contribution of the inventor.

That is to say, the inventor is entitled to a monopoly which

is no more extensive than the metes and bounds of the tech-

nological advance which he discloses to the public.

It follows, therefore, that in evaluating a patent to de-

termine whether an inventor is entitled to a limited mon-

opoly, embodied in the patent grant, it is essential that the

inventor's contribution to the art be specifically defined and

understood. A fundamental factor which must be con-

sidered in determining the extent of the contribution made

by the inventor is the inventive concept. In the event that

examination and comparison of an earlier invention with a

later invention show that the inventive concepts are identical

or very closely related, then there is identity of invention

and, in legal parlance, it is said that the earlier invention

"anticipates" the later invention. Alternatively, the in-

ventive concept of the later invention may be "obvious" in
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view of the earlier disclosure. Thus, a primary question

which must be answered in determining the validity of a

patent is : What is the inventive concept underlying the

invention ?

In determining the inventive concept, the substance of

the invention must be distinguished from its mere form by

ascertaining the function of the invention and how it is per-

formed. This Court in Pierce v. Ben-Ko-Matic, Inc., 310

F. 2d 475 (9th Cir. 1962) succinctly enunciated this prin-

ciple at 477

:

" '
. . . the ingenious application of known prin-

ciples to a known problem by the use of devices al-

ready known and understood to produce a predict-

able result does not amount to invention. * * * '
"

A. The Inventive Concept of '059 is a Simple One

The inventive concept of the '059 patent was the addi-

tion of a phosphate to inhibit the undesirable reaction of

water and aluminum, in a known aqueous slurry composi-

tion which also contained nitrates.

The inventive concept, if any, resides solely in an im-

provement in an aqueous slurry, which slurry was already

known in the prior art to be useful as a blasting explosive.

The '059 patent does not purport to involve a new blasting

slurry per se.

That the alleged invention of the '059 patent is narrowly

limited to an improvement involving inhibition can be seen

by reference to the title thereof/'Inhibited Aluminum-Water
Composition and Method". Further, the very first sentence

of this patent confirms that the explosive nature of the

slurries in question is irrelevant to the issues presented by

this appeal

:

"This invention relates to the stabilization of

aqueous systems containing particulate aluminum."
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This is clearly demonstrated by a colloquy between

counsel for plaintiffs-appellants and Judge Real during the

oral hearing

:

"The Court: This is not a basic patent on an

explosive, is it?

"Mr. Churchill: No, it is on inhibiting an

aqueous slurry so that it may be stored and after

mixing it is now a blasting agent. Once it is mixed

it is a blasting agent. This is something added to

that so it may be stored for periods of time such

as several days, weeks. It is only after several days

or weeks of storage that any problems ever occurred

with these things." [Tr 50-1]

The problem of the reaction of aluminum and water

in the slurry mixture is in no way involved with the end

use of the mixture. In addition, the expedient by which

the patentees of the '059 patent allegedly overcome this

problem of the aluminum-water reaction in no way affects

the end use of the slurry mixture. This was conceded dur-

ing oral argument by counsel for plaintiffs-appellants:

"The Court : Let me ask you, what does this

phosphate do in connection with the actual blasting

effect of the aqueous slurry that is created by your

client ?

"Mr. Churchill: I do not think that affects

the blasting portions of the product, your Honor,

as far as I know, I do not think it makes a better

or poorer blasting agent. It simply makes it safer.

"The Court: So we come to it, around the

circle that it has only to do with the inhibition of

aluminum and water deterioration to make a hydro-

gen gas.

"Mr. Churchill: Making it safe to store;

that is right, your Honor." [Tr 52]
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B. The Inventive Concept of Faber is Equally Simple

The inventive concept of Faber involved the addition

of a buffer, specifically calcium phosphate, to inhibit the

undesirable reaction of water and aluminum in an aqueous

slurry composition containing a nitrate which produced

heat and hydrogen gas. It is clear from Faber that the prob-

lem he faced, and his solution thereto, were in no way
related to the end use of his slurry which was a pyrotechnic

article, a "sparkler".

C. The Issue Presented To This Court Is Simple

It can be seen that the correctness of Judge Real's deci-

sion of invalidity may be reviewed without reference to the

ultimate use of the slurry mixture. Phrased another way,

the issue of the validity of the '059 patent turns on the

problems associated with slurries, and not with blasting

explosives or sparklers. The importance of making this

distinction was recognized in Graham v. John Deere Co.,

383 U. S. 1 (1966) at 35:

"The problems confronting Scoggin and the insecti-

cide industry were not insecticide problems; they

were mechanical closure problems."

In essence, the issue presented to this Court is whether

the expedient used by the patentees of the '059 patent is

already in the public domain and is therefore available for

anyone to use free of restraint. Since Faber taught that a

phosphate buffer could be used to inhibit the aluminum-

water reaction in an aqueous slurry containing water, an

inorganic nitrate and aluminum particles, the public is now
free to select any phosphate known to be a buffer and use it

for the same purpose. To permit appellants to remove from

the public domain that which Faber dedicated in exchange

for his patent monopoly "flies in the teeth of the purpose"

of the patent law. Aerotec Industries v. Pacific Scientific

Co., 381 F. 2d 795, 802 (9th Cir. 1967).
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II.

SUMMARY JUDGMENT WAS A PROPER REMEDY

A. Summary Judgment Is Proper In a Patent Case.

A concise discussion of the merits of the summary judg-

ment procedure, including guidelines for its use, is found
in Park-in-Theatres v. Perkins, 190 F. 2d 137 (9th Cir.

1951) at 142:

"Judicature is a practical business and the summary
judgment procedure has been introduced into our

practice as a practical device for the expeditious

disposition of litigation where there appears to be

no need for the usual type of trial. We think the dis-

trict judge reasonably and correctly concluded that

the posture of this case at the time of adjudication

showed that there would be no point in taking testi-

mony upon the question of invention. Indeed, neither

in the district court nor here has appellant made ap-

parent what, if anything, in addition to the present

record might have been useful on the issue of in-

vention. It is true that appellant claims generally

that there are material issues of fact in dispute. But

as we read the affidavits filed in connection with the

motion for summary judgment, they do not disclose

the occasion for proof beyond the record already

made. Indeed, the affidavits reveal rather clearly

that on the issue of invention, the problem here is

essentially one of applying legal standards to cir-

cumstances adequately before the court.

There are cases in which factual presentation is

necessary to make clear the significance of the patent

either because of conflicting interpretations of its

claims or because the patent, in its nature, is difficult

to understand. But there are other cases where there
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can be little doubt what the patent claims and factual

presentation is not necessary to illuminate the alleged

invention. Bulldog Electric Products Co. v. Cole

Electric Products Co., 2 Cir., 1945, 148 F. 2d 792;

Steigleder v. Eberhard Faber Pencil Co., 1 Cir.,

1949, 176 F. 2d 604, certiorari denied, 1949, 338

U. S. 893, 70 S. Ct. 244, 94 L. Ed. 548. This appears

on its face to be such a case. It was so treated by the

parties in the district court and the appellant sug-

gests nothing persuasive to the contrary."

It is submitted that the present case is one which falls

squarely within the category referred to in Park-in-

Theatres, i.e. a case "where there can be Httle doubt what

the patent claims and factual presentation is not necessary

to illuminate the alleged invention."

B. Summary Judgment Was Proper In This Case

Appellees attacked the validity of the '059 patent in the

Court below as being anticipated under 35 U. S. C. § 102(b)

and as being obvious under 35 U. S. C. § 103. Appellants

contend that the '059 patent is not invalid under § 102(b)

because of a deficiency in the disclosure of the Faber patent.

Appellants also contend that the issue of whether the '059

patent is obvious in view of Faber and Taylor under § 103

cannot be determined without a full trial.

Thus, appellants do not challenge the right or power of

the lower Court to summarily invalidate the '059 patent

under 35 U. S. C. § 102(b) or § 103, but merely contend

that this is not an appropriate case for such action.

Appellants cite the case of Reiner v. /. Leon Co., 285 F.

2d 501, 503-4 (2d Cir. 1960) to support their position that the

issues before the District Court in this case should not have

been resolved without a full trial. That case, and its dis-

cussion of35U.S. C.§103 has been superseded by Graham
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John Deere, 383 U. S. 1 (1966).* What is particularly

jrtinent and is therefore repeated here is the following por-

on of the Graham decision which recognizes the difficulties

iherent in applying the test set forth in 35 U. S. C. § 103

:

"This is not to say, however, that there will not be

difficulties in applying the nonobviousness test.

What is obvious is not a question upon which there

is likely to be uniformity of thought in every given

factual context. The difficulties, however, are com-

parable to those encountered daily by the courts in

such frames of reference as negligence and scienter,

and should be amenable to a case-by-case develop-

ment." {Graham v. John Deere Co., supra, at 18).

The recent case of Walker v. General Motors Corpora-

on, 362 F. 2d 56 (9th Cir. 1966), decided by this Court,

:lied heavily upon the Graham decision for guidance in

firming a decision by the lower court on summary judg-

lent of invalidity under 35 U. S. C. § 103. As stated by the

curt at 59:

"It is true that obviousness must be determined

against a factual background [Graham v. John

Deere Co., 383 U. S. 1, 86 S. Ct. 684, 15 L. Ed. 2d

545 ( 1966) ]
, but a summary judgment invariably

rests upon a factual foundation. It is inappropriate

only when a material fact is subject to genuine dis-

pute—as it was in the two cases relied upon by plain-

tiff : Hughes Blades, Inc. v. Diamond Tool Associ-

ates, 300 F. 2d 853 (9th Cir. 1962), and Cee-Bee

Chem. Co. v. Delco Chemicals, Inc., 263 F. 2d 150

(9th Cir. 1958). If the material facts are not dis-

puted, and if on these undisputed facts the difference

*Portions of Graham are quoted by appellants at pp. 16-17 of

leir brief.
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between the alleged invention and the prior art would

have been obvious, a summary judgment of invalid-

ity for lack of invention is entirely proper,"

According to GraJiam, the basic factual background

necessary to a determination of § 103 obviousness relates to

three matters:

1. The scope and content of the prior art;

2. The differences between the prior art and the

claims at issue; and

3. The level of ordinary skill in the pertinent art.

In Walker, the Court found that plaintiff did not dis-

pute the fact that the cited reference was prior art as to the

patent in suit. In the present matter, there is no dispute

that Faber and Taylor are prior art as to the '059 patent.

In Walker, the Court found that the structure disclosed

in the prior art reference was simple, requiring no expla-

nation. Here, too, it is abundantly clear that the subject

matter of Faber and Taylor are simple, requiring no

explanation.

The Court in Walker stated that if the differences be-

tween the prior art and the patent in suit would have been

obvious to a person of ordinary skill in the art, summary
judgment was proper, "without regard to whether other

relevant prior art existed in addition to" the reference

specifically relied upon. {Id. at 59)

The Court then discussed the requirement of Graham
relating to "the level of ordinary skill in the pertinent art":

"Thus, the only possible issue of fact was the level

of ordinary skill of persons engaged in the art. But

this was not a real issue, for it is not subject to

serious doubt that if the ordinary skill possessed by

persons engaged in the design of automobiles at the

time of Walker's 'invention' were postulated at the
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minimum conceivable level, Walker's separate tank

structure would have suggested itself as a possible

solution to a person possessing such skill. . .
."

(p. 59)

In the present case, assuming as in Walker, that ordi-

nary skill is postulated "at the minimum conceivable level",

it is submitted that the use of phosphates to inhibit the

aluminum-water reaction in the '059 slurry "would have

suggested itself as a possible solution to a person possessing

such skill."

III.

THERE IS NO PRESUMPTION OF VALIDITY OF '059

In general, patents are presumed to be valid. 35 U. S. C.

§ 282.* However, such presumption of validity cannot ex-

tend beyond the scope of the administrative record in the

Patent Office, and accordingly, the existence of pertinent

prior art not cited by the Patent Office destroys such pre-

sumption. Jacussi Bros. v. Berkeley Pump Co., 191 F. 2d

632, 634 (9th Cir. 1951); Siegler Corp. v. Coleman Co.,

F. Supp. , 119 U. S. P. Q. 213, 214, (S. D. Cal.

1958) and other cases cited therein.

Neither Faber nor Taylor were cited by the Patent

Office or the applicants during the prosecution of the '059

patent.

As set forth in McCulloch Motors Corporation v. Ore-

gon Saw Chain Corp., 234 F. Supp. 256, 260 (S. D. Cal.

1964)

;

"Even one prior art reference which has not been

considered by the Patent Office may overthrow the

presumption of the validity."

The existence of Faber and Taylor completely destroys

any presumption of validity of '059.

*Reproduced in the Appendix hereof.
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rv.

THE PATENTEES OF THE '059 PATENT ARE CHARGED
WITH KNOWLEDGE OF THE PRIOR ART

The patentees of the '059 patent are charged with knowl-

edge of all the prior art existent at the time of their alleged

invention, irrespective of whether or not the patentees them-

selves actually knew of the prior disclosures. Graham v. John

Deere Co., 383 U. S. 1, 36 ( 1966) ; Griffith Rubber Mills v.

Hoffar, 313 F. 2d 1, 3 (9th Cir. 1963) ; Walker v. General

Motors Corporation, 362 F. 2d 56, 60 (9th Cir. 1966).

V.

THE '059 PATENT IS EWAUD UNDER 35 U. S. C. § 102(b)

A. The Problem To Which '059 Was Directed

The problem faced by the patentees of '059 was the

reaction between aluminum and water in a slurry containing

ammonium nitrate. According to the '059 patent, the alum-

inum-water reaction formed hydrogen and was exothermic

and thus created a fire and explosion hazard. ['059 patent.

Col. 1, lines 22-30]

B. The '059 Solution To The Problem

The patentees solved the problem by adding to the slurry

a phosphate selected from the group consisting of ammon-

ium and alkali metal phosphates. ['059 patent, Col. 1, lines

50-56] The '059 patent further suggests that suitable phos-

phates include sodium dihydrogen phosphate and ammonium

dihydrogen phosphate. ['059 patent, Col. 2, lines 57, 59]

C. Both the Problem and the Solution of '059

Were Previously Disclosed by Faber

In 1925, 37 years before the date of the application for

the '059 patent, the Faber patent issued. According to
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Faber, one of the problems faced in making sparklers was

the aluminum-water reaction which occurred in an aqueous

slurry containing water, particulate aluminum and a nitrate

(oxidizing agent). The aluminum-water reaction was

exothermic, and produced hydrogen, and the effects of these

phenomena rendered the slurry unfit for use.

The problem faced by the patentees of the '059 patent

was in the slurry and not in the effectiveness of the blasting

composition. It is also abundantly clear that the problem

faced by Faber was in the slurry, and not in the effectiveness

of the sparkler. Accordingly, the fact that Faber converts

his slurry into a pyrotechnic article, whereas the '059 pa-

tentees use their slurry for blasting purposes, is entirely

irrelevant to the question presented to this Court. It matters

not what the oid use of the slurry may be, for the problem

—

the aluminum-water reaction

—

exists and is solved inde-

pendent of the end use.

Faber solved the problem by adding a buffer to the slurry

composition. Specifically, Faber added a buffer salt, calcium

phosphate, which he identified as one of the then most suc-

cessful buffers. It is clear that Faber appreciated that there

were other buffers which would also serve to inhibit the

aluminum-water reaction. [Faber, Col. 1, lines 82-84] Ap-

pellants seek to divert attention from the clear teaching of

the use of a buffer by continually referring to Faber's alter-

nate use of "acids or acid salts". [P. Br. 7].

Thus, once Faber pointed the way to the solution of

problems arising from the aluminum-water reaction by in-

corporation of a buffer, it was a simple matter for the

patentees of the '059 patent to select the same or other buf-

fers for this purpose. It is undisputed by appellants that

diammonium hydrogen phosphate and alkali metal phos-

phates are buffers.
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D. Claim Limitation To A Particular Phosphate Does
Not Create A Patentable Distinction

Claims 1 through 5 recite ammonium or alkah metal

phosphates as the phosphate to be used. There is no basis

either in the '059 patent or in this record, including the

Ursenbach affidavit, which supports a distinction, much
less a patentable distinction, between the calcium phosphate

of Faber and the ammonium or alkali metal phosphates.

Neither the '059 patent nor the Ursenbach affidavit con-

tains any statement or suggestion that phosphates other

than ammonium or alkali phosphates are inoperative for its

purpose. The glaring omission from the Ursenbach affidavit

of any data to show that phosphates other than those

claimed in '059 are inoperative speaks louder than words

to establish that there is no criticality associated with the

selection of the type of phosphate. See Stallman v. Casey

Bearing Company, 244 F. 2d 905, 907 (9th Cir. 1957).

In the '059 patent, there does appear the bald statement,

unsupported by any data, that diammonium hydrogen phos-

phate is the "preferred phosphate". Assuming, arguendo,

that such phosphate performs in a more satisfactory man-

ner than Faber's calcium phosphate, this is an insufficient

basis on which to predicate the grant of a patent. The Su-

preme Court in Smith v. Hall, 301 U. S. 216, 232 (1937),

held that the fact that the prior art did not utilize the best

possible mode did not destroy its effectiveness as an anti-

cipation.

Simply stated, mere superiority does not confer patent-

ability on an otherwise old invention. See Celite Corporation

V. Dicalite Co., 96 F. 2d 242, 248 (9th Cir. 1938).

E. Claim Limitation To Percent Phosphate Does
Not Create A Patentable Distinction

Claims 2 and 4 of '059 specify that from 0.1% to 2%
by weight of phosphate is incorporated in the slurry.*

*The other claims have no such limitation.
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Faber discloses that between 3% to 5% may be incorporated

in order to obtain the desired inhibition. (Faber, page 2,

column 1, lines 10-12).

The range of 0.1% to 2% is entitled to no patentable

significance since there has been no showing whatever of

criticality relating thereto.

In fact, the '059 patent itself concedes the unimport-

ance of the exact amount of phosphate added. After stating

that it "has been found that from 0.1% to 2% by weight

of the phosphate inhibitor is effective", the '059 patent goes

on to state in the very next sentence that amounts "larger

than 2% phosphate" may be used. ['059 patent. Col. 1,

lines 61-66] Virtually the same language as appears in

the '059 patent relating to the amount of phosphate to be

included, was held to be "fatal to a claimed invention" by

the Supreme Court in Dow v. Halliburton Co., 324 U. S.

320 (1945) at 329:

"The patent recommends that the acid be diluted to

a 5% to 20% strength but it is recognized that 'other

concentrations may be used, if desired', to achieve

the purpose at hand. Such a broad and indefinite

specification as to dilution is fatal to a claimed in-

vention."

The mere presence of numerical limitations in claims 2

and 4 cannot serve to remove the subject matter thereof

from the prior art. Judge Harrison in Muehkisen v. Pierce,

114 F. Supp. 503 (S. D. Cal. 1953), aff'd 226 F. 2d 200

(1955) quoted with approval at 507 the following holding

from a Second Circuit case

:

" 'A patentee may not arbitrarily select a point in

a progressive change and maintain a patent monop-

oly for all operations in that particular change falling

on one particular side of that arbitrarily selected
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point. It is only where the selected point corresponds

with the physical phenomenon and the patentee has

discovered the point at which that physical phenome-

non occurs that the maintenance of a patent monopoly

is admissible.' . . . Kwik Set, Inc. v. Welch Grape

Juice Co., 2 Cir., 1936, 86 F. 2d 945, 947 . .
."

F. Faber Satisfied All of the Requirements of § 102 (b)

The aqueous slurry of '059 includes water, an inorganic

nitrate, and aluminum particles; a phosphate is used to

inhibit the aluminum-water reaction. The aqueous slurry

of Faber includes water, an inorganic nitrate, and alu-

minum particles; a phosphate is used to inhibit the alu-

minum-water reaction. There is not a scintilla of novelty

or original thinking in '059 which would elevate the ex-

pedient described therein to the dignity of invention.*

Admittedly, the aqueous slurry of '059 was eventually

to be used for blasting purposes, whereas the aqueous slurry

of Faber was to be used for making sparklers. However,

this Circuit has repeatedly demanded more than mere dif-

ferences in form in order to find patentable invention.

In Bingltam Pump Co., Inc. v. Edwards, 118 F. 2d 338

(9th Cir. 1941), the Court said at 340:

"There remains the question as to whether Appel's

device does anticipate appellee's device. The differ-

ences between the two devices, as stated above and

as related by witness McDougall, are in the form or

shape of such devices. Are the changes in Appel's

device made by appellee sufficient to impart inven-

*Appellants' citation of Staiiffer v. Slenderella Systems of Cali-

fornia, 254 F. 2d 127 (9th Cir. 1957) is inapt. Here, as contrasted
with Stallffer, "... all of the same elements are found in exactly the

same situation and united in the same way to perform the identical

function. . . ." (Ibid, p. 128)
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tion to appellee's device? We think not. The rule

on that point is an aged one, and is stated in Smith v.

Nichols, 21 Wall. 112, 88 U. S. 112, 119, 22 L. Ed.

566, as follows :
'* * * But a mere carrying forward

or new or more extended application of the original

thought, a change only in form, proportions, or de-

gree, the substitution of equivalents, doing substan-

tially the same thing in the same way by substan-

tially the same means with better results, is not

such invention as will sustain a patent.'
"

Appellants argue that Faber is not in point because his

aqueous slurry is not used as an explosive. In Leishman

V. General Motors Corp., 191 F. 2d 522 (9th Cir. 1951) at

529, the patentee cited as error the fact that a prior art

reference used to anticipate and invalidate the patent in

suit related "to a different, non-analogous art, with com-

pletely different problems". The Court affirmed the holding

of the trial court, stating as follows at 530

:

"We think that for the reasons we have mentioned in

the discussion of the findings on the Schaefer patent,

we cannot hold the court's findings with respect to

anticipation by the Cunningham patent to be clearly

erroneous. We think that the record amply justifies

a finding that the new use of the coaxial principle by

the appellant in a shaft positioning device is so nearly

analogous to the Cunningham patent that the appli-

cability of the device to its new use would occur to

a person of ordinary mechanical skill."

It is fully evident that the substitution of other phosphate

buffers for the calcium phosphate of Faber to inhibit the

aluminum-water reaction in the '059 slurries "would occur

to a person of ordinary mechanical skill".
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In view of the foregoing, it is submitted that the '059

patent is clearly anticipated by Faber and is therefore invalid

under J5U. S. C. § 102(b).

VI.

THE '059 PATENT IS EWAUD UNDER 35 U. S. C. § 103

A. The Alleged Invention of '059 Merely Employs
A Taylor Phosphate In the Faber Method

In the recent case of Walker v. General Motors Corpo-

ration, 362 F. 2d 56 (9th Cir. 1966), it was decided that

summary judgment of invalidity for lack of invention under

35 U. S. C. § 103 is entirely proper. It is necessary only

that material facts not be in genuine dispute, and that on

the basis of such undisputed facts, the differences between

the alleged invention and the prior art would have been

obvious. Walker v. General Motors Corporation, supra,

at 59.

As discussed in detail above, Faber teaches that the

aluminum-water reaction in a slurry containing an inor-

ganic nitrate may be inhibited by the addition of calcium

phosphate. Faber also discloses that other materials may
be used, identifying such operative materials as buffers.

Taylor, issued in 1949, suggests the desirability of uti-

lizing phosphate buffer salts in an ammonium nitrate explo-

sive mixture. [Taylor, Col. 3, Hnes 60-69] Among the

buffer salts disclosed as suitable for the suggested use were

sodium dihydrogen phosphate and ammonium dihydrogen

phosphate. ['059, Col. 2, lines 57, 59] Thus, two specific

phosphate salts used by the patentees of the '059 patent

were disclosed by Taylor to be effective buffers in am-

monium nitrate explosive mixtures some 13 years earlier.

It is clear from the foregoing that

:

(a) the use of a buffer salt, and in particular a

phosphate salt, to solve the problem faced by the
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patentees of the '059 patent was known at least thirty-

five years before the application for the '059 patent and

was disclosed by Faber, and

(b) specific phosphate salts disclosed by the pat-

entees of the '059 patent as useful in solving- the

problem were specifically disclosed by Taylor as effec-

tive buffers in an ammonium nitrate explosive mixture

more than thirteen years before the application for the

'059 patent.

Thus, the alleged invention of the '059 patent is nothing

more than the use of one of the phosphate salts of Taylor

as the buffer salt called for by Faber. Under § 103, the

question before Judg^e Real was whether or not such use

of a phosphate was obvious. He concluded that it was ob-

vious, and this Court is now asked to review that deter-

mination.

B. It Was Obvious To Use A Taylor Phosphate

In the Faber Method

Perhaps the most pertinent law on this question, based

upon a fact situation almost identical to that of the present

case, is found in Dow Co. v. Halliburton Co., 324 U. S. 320

(1945). The problem faced by the patentees, and the solu-

tion proposed are set forth by the Court, beginning at the

foot of 326

:

"Thus prior to the patenting of the Grebe-Sanford

process in 1932 the following facts were manifest

and elementary to any one skilled in the art: (a)

hydrochloric acid would dissolve limestone and in-

increase the production of oil wells, as demonstrated

by the Frasch patent; (b) hydrochloric acid would

also corrode metal with which it came in contact;

(c) arsenic compounds and other chemicals could
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Ibe added to hydrochloric acid to inhibit this corro

sive effect; and (d) inhibited hydrochloric acid could

effectively be utilized to remove scale from metal

well equipment without corroding the metal. A rep-

resentative of the Pure Oil Company then suggested

to Grebe and Sanford the possibility of acidizing oil

wells to increase production. The latter, from their

knowledge of brine well acidizing and of corrosion

inhibition, immediately recommended the use of

hydrochloric acid containing an inhibitor."

The Court then analyzed the foregoing facts to deter-

mine whether the contribution of the patentees was inven-

tion within the meaning of the patent statutes. Beginning

at 327, the Court stated

:

"All the Grebe-Sanford process taught was the ob-

vious fact that hydrochloric acid could be inhibited

to prevent corrosion while being used to dissolve

limestone rock pursuant to the Frasch method of

acidizing wells. No new mental or physical opera-

tion was required to add, as suggested by the Grebe-

Sanford process, an arsenic compound of from 1%
to 5% of the weight of a hydrochloric acid solution.

No new or unexpected results were obtained by the

addition of such an inhibitor. It was perfectly plain

to an expert that the metal well equipment would

thereby be protected from corrosion. The Grebe-

Sanford method, in short, involved in this respect

no more than a mere application of an old process

of inhibition to a new and analogous use of protect-

ing metal well equipment from corrosion when the

well is being acidized to increase production. Such

a process lacks the very essence of an invention."
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Paraphrasing the legal conclusions reached by the Court

in the Doiv case, it is apparent that in the present case

:

All the '059 patent taught was the obvious fact that the

aluminum-water reaction in an aqueous nitrate explosive

slurry could be inhibited. No new mental or physical

operation was required to add, as suggested by the '059

patent, a phosphate buffer salt. No new or unexpected

results were obtained by the addition of such an in-

hibitor. It was perfectly plain to an expert that the

aqueous slurry would thereby be stabilized. The '059

patent, in short, involved in this respect no more than a

mere application of an old process of inhibition to a new

and analogous use of stabilizing an aqueous ammonium
nitrate explosive slurry. Such a process lacks the very

essence of an invention.

C. Mere Substitution of One Phosphate For

Another Is Not Invention

The '059 patent utilizes known salts, shown by Taylor to

be useful as buffers in nitrate explosive compositions, to

inhibit the same reaction for which Faber utilizes another

phosphate buffer salt. In this Circuit it is recognized that

the substitution of one known material for another thereto-

fore used for the same purpose is not patentable under 35

U. S. C. § 103. Griffith Rubber Mills v. Hoffar, 313 F. 2d

1, 3 (9th Cir. 1963).

VII.

THERE ARE NO GENUINE ISSUES OF
MATERIAL FACT

In opposing the Motion for Summary Judgment in the

Court below, plaintiffs-appellants filed a Statement of

Genuine Issues [R 127-8] which comprised seven alleged

genuine issues of material fact.
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Having failed to convince Judge Real that any of the

seven alleged genuine issues of material fact actually ex-

isted, appellants apparently have abandoned that course of

action and now set forth, at page 15 of their brief, three

issues of fact which it contends the Court must have found

before deciding that the patent was invalid under 35 U. S. C.

§ 102(b), and at page 24, three more issues of fact which

it is contended, must have been (improperly) resolved

against plaintiffs-appellants. All of these matters have

been fully discussed in their proper context herein. Sum-
marily stated, these issues are neither genuine nor material.

A. The Mechanism of Inhibition Is Not An Issue

Appellants argue that Faber must fail as an anticipation

because he teaches that the aluminum-water reaction is in-

hibited as a result of a buffer action, whereas the patent

in suit is not based on the principle of buffer action.

Thus, appellants argue that a genuine issue of mate-

rial fact exists, i.e. does the phosphate in Faber func-

tion in the same manner as the phosphate in '059. This is

nothing more than a semantic exercise.

What appellants fail to say is more significant than what

they do say. Nowhere in appellants' arguments or in the

Ursenbach affidavit is there any contention that the calcium

phosphate of Faber would be inoperative to inhibit the

aluminum-water reaction in the '059 slurry, or that the

phosphates disclosed by Taylor would be inoperative to

inhibit the aluminum-water reaction in the '059 slurry.

It is uncontroverted that neither the '059 patent nor the

Ursenbach affidavit advances any facts to explain how
phosphates serve to inhibit the aluminum-water reaction.

On page 13 of appellants' brief, we find the statement that

the phosphate inhibitors "function as inhibitors because they

are phosphates* and not because they are acidic". No sup-

*There can be no dispute that Faber's calcium phosphate is a

phosphate.
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port for this statement appears in the patent or in the Ursen-

bach affidavit; both are totally silent on the mechanism by

which the phosphates inhibit the aluminum-water reaction.

Appellants, although attributing a different mechanism

to the operation of the '059 patent as contrasted with Faber,

have utterly failed to bring forth one shred of evidence

which shows that the mechanism is, in fact, different. The

statements in the Ursenbach affidavit to which appellants

refer in their brief are obviously conclusions, statements of

ultimate fact, and hearsay and are therefore objectionable.

(See p. 40 infra)

(1) Correctness of Prior Art Theory Is Not An Issue

In any event, the law is well settled that the theory of

operation is not a basis for conferring patentability on an

otherwise unpatentable invention. The law in this regard is

double edged:

(a) It is immaterial that prior patentee Faber may

not have understood the theory upon which his discovery

was predicated.

(b) The mere discovery by later patentees Ursen-

bach, et al. of a different theory underlying an old in-

vention cannot serve as a stepping stone to a patent.

Floridin Co. v. Attapidgus Clay Co., 125 F. 2d 669

(3d Cir. 1942), involved an appeal from a judgment of

invalidity over a prior art reference. The patentee argued

that a prior patent failed as a reference because the theory

of operation set forth therein was deficient. In rejecting

this argument, the Court stated as follows at 671

:

"Nor is any possible deficiency in the explanation

offered by a prior patent of its governing scientific

principle of importance in determining what falls

within the purview of its disclosures. Smith v. Hall,
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1937, 301 U. S. 216, 57 S. Ct. 711, 81 L. Ed. 1049;

Electric Storage Battery Co. v. Shimadzu et al, 3

Cir. 1941, 123 F. 2d 890."

The Supreme Court has also ruled on this point in

Smith V. Hall, 301 U. S. 216, 226 (1937)

:

"Whether Hastings knew fully and precisely the

scientific principles involved in the procedure thus

outlined is immaterial. It is enough if he knew

and used the method with operative success. Defor-

est Radio Co. v. General Electric Co., 283 U. S. 664,

686."

Thus, Faber's belief that his calcium phosphate func-

tioned as a buffer does not detract from the effectiveness

of his teaching, even should his theory be incomplete or in-

correct. Faber's disclosure is a sufficient teaching of a

method of solving the problems arising from the aluminum-

water reaction in an aqueous slurry containing an inorganic

nitrate and aluminum. If followed by a member of the

public, it would have produced the success described in the

'059 patent. It would likewise have infringed the '059

patent. Accordingly, since that which infringes if after

also anticipates if before, Faber is clearly an anticipation of

the alleged invention of the '059 patent. See Aerotec In-

dustries v. Pacific Scientific Co., 381 F. 2d 795, 803 (9th

Cir. 1967).

In short, if the '059 phosphates succeed in inhibiting the

aluminum-water reaction because they are phosphates, then

Faber is an anticipation under 35 U. S. C. 102(b). If the

phosphates of '059 are successful because of a buffering

action, then also Faber is an anticipation of the alleged in-

vention of the '059 patent under 35 U. S. C. § 102(b).

There is no genuine issue of material fact standing in the

way.
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(2) The Reaction Conditions in '059 and

Faber Are Identical

Appellants argue that the incorporation of magnesium

arbonate in the Faber slurry makes it alkaline, whereas the

)59 slurry does not include any carbonates.* Thus Faber

suld not have been solving the same problem or doing so in

le same way as '059. Appellants further argue that the ex-

edient of using a phosphate buffer, as taught by Faber, is

lerefore not applicable to the problems facing the '059

atentees.

Such an argument not only is not supported by the teach-

ig of Faber, but it runs counter thereto. Faber states that

le phosphate buffer is included to act as a neutralizing

g^ent "for any alkali developed over a period of time . .
."

Faber, Col. 2, lines 94-5] The alkalinity "developed" in the

aber slurry is a direct consequence of the aluminum-water

taction. As stated in Faber beginning at line 52 in column

"Aluminum acting on water produces hydrogen by

the decomposition of the water. This hydrogen re-

ducing the nitrate of barium not only produces

ammonia, which in itself gives an alkaline reaction,

but the by-products of the reaction, other than that

of ammonia, are also alkaline."

In addition Faber further states beginning at line 74 in

'ol. 2:

"It is likely that in almost all of the operations

where this composition [slurry] is used at some time

or other an alkali is developed either from the ma-

terials used or from the water."

*The wording of appellants' brief on this point is in contrast to

le Ursenbach affidavit on which it is allegedly based. Referring to

le '059 slurry, compare :

"... a slurry that is not alkaline." [P. Br. 22, line 3]
".

. . slurry explosives are not highly alkaline [R 121, line 28]
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As stated in the '059 patent, at column 2, lines 3-5,

ammonia is also produced in the slurry, and such ammonia

provides an alkaline reaction just as it does in Faber

Indeed, where the slurries and the reactions occurring art

virtually identical, if one is alkaline, the other must be.

Faber indicates that it was a known fact that the speec

of the reaction between finely divided aluminum and water

is increased with increasing alkalinity. [Faber, Col. 2, line;

59-62] Judge Real fully appreciated the role played by tht

alkalinity of the slurry, namely that it "speeds up the pro-

cesses" involved in the aluminum-water reaction. [Tr 40-1]

Thus, it is abundantly clear that the aluminum-water

reaction in the '059 slurry is related to alkalinity in the samt

manner as in Faber.

No genuine issue of material fact is raised thereby.

B. The Duration of the Period of Inhibition is

Irrelevant and Immaterial

Appellants repeatedly argue that the '059 problem ij

different than that in Faber because the time span betweer

the initial mixing of the slurry and the advent of the

aluminum-water reaction is different in each case. Appel-

lants point to the disclosure in Faber which indicates thai

the aluminum-water reaction commences within three

hours' time of being mixed. The Ursenbach affidavit, reliec

upon by appellants, stated that the problems arising fron

the aluminum-water reaction "were encountered in storing

such slurry explosives for several days or weeks after the)

were mixed".* [R 121]

This entire contention is unsound. Example I ol

the '059 patent states that the aluminum-water reactior

*In appellants' brief at the foot of page 8, it is asserted that th(

Ursenbach affidavit states that the problems with aqueous slurr)

explosives are encountered only when stored for several days oi

weeks. Clearly, this is an incorrect representation of the affidavit

See R 121, para. 3.
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)ccurs in the slurry to a considerable extent within the first

'ix hours at a temperature above ambient, 81 °C. Faber

ndicates, at Column 2, beginning at line 66, that sometimes

;ix or eight hours elapse before any reaction starts. Ac-

;ordingly, it is self-evident that the time span between mix-

ng of the slurry and commencement of the aluminum-water

-eaction can be equal for the '059 slurry and the Faber

;lurry, depending upon the precise composition of the slurry

md on the environmental conditions.

Equally important is the fact that there is no assertion

)y appellants, either in their brief or in the Ursenbach afifi-

Javit, that the calcium phosphate would not have protected

:he Faber slurry for a period of weeks or months had that

been necessary. Ursenbach merely says (without any sup-

port) that Faber's slurry did not have to be protected in

storage for several days or weeks. This is hardly the same

thing as saying that Faber's slurry was not protected for

several days or weeks by the addition of calcium phosphate.

Nor is it invention to discover that Faber's inhibition

vas longer than Faber may have needed for his particular

purpose.

From the legal standpoint, appellants' argument in this

:onnection must also fail. Not one of the five claims of the

patent in suit sets forth a parameter or limitation relating

;o the time required for inhibition or the length of time

Detween mixing of the slurry and commencement of the

jndesirable aluminum-water reaction. As this Court stated

in Henderson v. A. C. Spark Plug Div. of General Motors

Corp., 366 F. 2d 389 (9th Cir. 1966) at 393 fn. 5

:

"The matter involved is in no way material. Neill

testified that the Hanks flow-control valve [prior art

device] operated in the opposite manner to that of

Henderson [patent in suit] (Nov. 8 Tr. 46). While

Neill was incorrect in his statement, the matter is

of no moment. Claim 6 simply calls for a flow-con-
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trol valve operable by engine induced vacuum. It

does not require that the valve operate in any par-

ticular direction or manner. Thus^ the 'issue' sug-

gested by plaintiff is not a material one."

C. The Ursenbach Affidavit Fails to Raise Any
(renuine Issue of Material Fact

Although relied upon by appellants as raising genuine

issues of material fact, in actuality the affidavit fails to

comply with Rule 56(e) F. R. C. P.* and is therefore totally

useless and ineffective for this purpose.

The affidavit is devoid of admissible evidentiary facts

upon which a court could base its own conclusions. More-

over, the paragraphs of the affidavit following the intro-

ductory material are replete with hearsay, conclusions of

fact and of law, and ultimate facts. The final paragraph is

clearly objectionable in that it states conclusions of law and

goes to the fundamental issue between the parties. See

Piantadosi v. Loezv's Inc., 137 F. 2d 534 (9th Cir. 1943)

;

Jameson v. Jameson, 176 F. 2d 58 (D. C. Cir. 1949) ; and

United States v. Britten, et al, 161 F. 2d 921 (3d Cir.

1947).**

The glaring omission of relevant evidentiary facts from

the Ursenbach affidavit was repeatedly pointed up during

the oral hearing before Judge Real. [Tr 24-6 and 53]

vra.

FINDINGS OF FACT 2, 3, 4, 6, 8 AND 10 ARE
SUPPORTED IN THE RECORD

Appellants take issue only with Findings of Fact 2, 3,

4 and 6 and with conclusory Findings 8 and 10.***

*Rule 56(e) F. R. C. P. is reproduced in the Appendix hereof.

**See also Shientag, Summary Judgment, 4 Fordham L. Rev. 188,

198 (1935) for an excellent discussion of the fonn and content of

affidavits for summary judgment motions.

***Findings 1, 5, 7 and 9 are expressly not challenged IP. Br. 9].
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Finding 2 is as follows

:

"The alleged invention of the '059 patent relates to

a method of stabilizing aqueous slurries useful as

blasting explosives, said slurries containing water,

particulate aluminum and an oxidizing agent, e.g.,

inorganic nitrate, for the purpose of preventing a

gas-evolving reaction between the aluminum and

water, and specifically involves the addition to such

aqueous slurries of an ammonium or alkali metal

phosphate for such purpose."

Finding 2 is not criticized as lacking support in the

Record.

Appellants contend that Finding 2 is inaccurate in stat-

ing that the invention of the patent in suit "relates to a

nethod". The '059 patent itself, column 1, at line 50, states

:

"The method of this invention comprises the addition

of . .
."

Appellants further criticize Finding 2 as being incom-

plete and misleading by ignoring the fact that the patent

:laims an aqueous blasting slurry. As discussed in detail

ibove, the end use of the slurry plays no part in the alleged

Invention of the patent. The alleged invention is fully de-

scribed in the Finding. To distinguish one inhibited slurry

from another slurry which is the same in all relevant aspects

md which has been inhibited in the identical way, on the

Dasis of the end use of the slurry, is to exalt form over

substance.

Under the circumstances previously outlined, it is im-

material that Finding 2 does not include a statement relat-

ing to the fact that the slurries of the '059 patent are used

for blasting purposes. The Finding sets forth the invention,

and as such, it is complete.
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Appellants further criticize Finding 2 in that the phos-

phates used inhibit the aluminum-water reaction over a

period of weeks or months. As indicated above at pp. 38-4C

hereof, this is factually irrelevant and also immaterial frorr

the standpoint of law.

Finding 3 is as follows

:

"The '059 patent does not attribute any criticality oi

uniqueness either to the particular phosphates dis-

closed and claimed therein to be suitable for suet

purpose, or to the amounts thereof to be used foi

such purpose."

Appellants criticize Finding 3 as lacking support in th(

Record and as being directly contrary to the description oi

the '059 patent and to statements in the Ursenbach affidavit

At page 26 hereof, there is a full and complete discussior

of the lack of criticality in the particular phosphates taugh

in the '059 patent. At pp. 26-28 hereof, there is a full anc

complete discussion of the total lack of criticality in th(

range of amount of phosphates taught by the '059 patent

From this it will be seen that the total absence of any as-

sertion in the patent or experimental evidence in the recorc

to support such criticalities justifies a Finding that sucl

criticalities do not exist.* This is reinforced by Faber'i

showing that other phosphates can be used for the yen

same purpose, and the '059 statement that more than th(

claimed amounts of phosphate may be used, if desired.

The Ursenbach affidavit notably lacks any evidence ir

the form of experimental data or otherwise which proves

or shows that the amounts of phosphate or the types oj

phosphate used in the '059 patent are critical. There is n<

showing in the Ursenbach affidavit that other phosphates an

^Whether or not they are "of importance" is irrelevant. See supn
p. 14, fn.
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noperative, nor is there any showing that amounts dif-

erent from the range set forth in the '059 patent are in-

)perative.

Finding 4 is as follows

:

"U. S. No. 1,529,778 (hereinafter referred to as

the 778 patent) teaches the use of buffer salts, and

in particular a phosphate salt, to inhibit the gas-

evolving aluminum-water reaction in an aqueous

slurry composition containing water, particulate

aluminum, and an inorganic nitrate."

Finding 4 is not challenged as lacking support in the

•ecord. According to appellants, this Finding is inaccurate

jecause it ignores

:

(a) That Faber does not disclose an explosive com-

position
;

(b) That Faber does not teach the use of phosphates

generally nor the claimed phosphates in particular, and

(c) That Faber teaches the use of acid buffer salts

to prevent hydrogen evolution by neutralizing alkalinity

in the system.

The extensive discussion above makes it abundantly clear

that these points raise irrelevant and immaterial issues.

Finding 6 is as follows

:

"U. S. No. 2,481,795 (hereinafter referred to as

the 795 patent) teaches that ammonium dihydrogen

phosphate, sodium dihydrogen phosphate, and alkali

metal phosphates in general were known buffer salts

which could be incorporated in explosive composi-

tions containing inorganic nitrate."

It is noted that appellants do not contend that Finding 6

is unsupported by the record.
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Appellants contend that Finding 6 is inaccurate because

it fails to state

:

a) That Taylor does not describe either an aqueous

slurry or any composition containing aluminum, and

b) That Taylor suggests acid phosphates only to

neutralize alkaline vapors.

Taylor was cited solely to show that one skilled in the

explosive art knew, at the time of the filing of the applica-

tion for the '059 patent, that certain phosphates were useful

as buffer salts in nitrate explosives, (supra, p. 6) The
District Court fully understood this use of the Taylor refer-

ence. Accordingly, it is irrelevant that Taylor does not

describe an aqueous slurry or a composition containing

aluminum. That Taylor suggests his phosphates be used to

neutralize alkaline vapors enhances rather than diminishes

the relevance of this reference.*

Findings 8 and 10 are challenged by appellants as being

"totally erroneous" [P. Br. 10]. As may be seen from the

foregoing, these findings are fully supported by the record

and the other findings based thereon.

*Indeed, the ammonia evolved from the '059 slurry is an "alkaline

vapor".
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CONCLUSION

In view of the foregoing, U. S. Patent No. 3,113,059 is

ivalid under 35 U. S. C. § 102(b) and § 103, and the judg-

lent of invalidity rendered by the Court below should be

ffirmed.
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Jule 56, F. R. C. P.

(b) For Defending Party. A party against whom a

laim, counterclaim, or cross-claim is asserted or a declara-

ory judgment is sought may, at any time, move with or

i^ithout supporting affidavits for a summary judgment in

'is favor as to all or any part thereof.

(c) Motion and Proceedings Thereon. The motion

hall be served at least 10 days before the time fixed for the

[earing. The adverse party prior to the day of hearing may

erve opposing affidavits. The judgment sought shall be

endered forthwith if the pleadings, depositions, answers to

titerrogatories, and admissions on file, together with the

ffidavits, if any, show that there is no genuine issue as to

ny material fact and that the moving party is entitled to a

udgment as a matter of law. A summary judgment, inter-

xutory in character, may be rendered on the issue of

lability alone although there is a genuine issue as to the

mount of damages.

(e) Form of Affidavits; Further Testimony; De-

ense Required. Supporting and opposing affidavits shall

le made on personal knowledge, shall set forth such facts

.s would be admissible in evidence, and shall show affirma-

ively that the affiant is competent to testify to the matters

tated therein. Sworn or certified copies of all papers or

)arts thereof referred to in an affidavit shall be attached

hereto or served therewith. The court may permit affi-

lavits to be supplemented or opposed by depositions, an-

wers to interrogatories, or further affidavits. When a

notion for summary judgment is made and supported as

)rovided in this rule, an adverse party may not rest upon

he mere allegations or denials of his pleading, but his re-
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sponse, by affidavits or as otherwise provided in this rule,

must set forth specific facts showing that there is a genuine

issue for trial. If he does not so respond, summary judg-

ment, if appropriate, shall be entered against him.

U. S. Code, Title 35, Patents

§ 102. Conditions for patentability; novelty and loss of righl

to patent

A person shall be entitled to a patent unless

—

(a) the invention was known or used by others ir

this country, or patented or described in a printed pub-

lication in this or a foreign country, before the inventior

thereof by the applicant for patent, or

(b) the invention was patented or described in £

printed publication in this or a foreign country or in

public use or on sale in this country, more than one year

prior to the date of the application for patent in the

United States, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be

patented by the applicant or his legal representatives or

assigns in a foreign country prior to the date of the

application for patent in this country on an applicatior

filed more than twelve months before the filing of the

application in the United States, or

(e) the invention was described in a patent granted

on an application for patent by another filed in the

United States before the invention thereof by the appli-

cant for patent, or

(f) he did not himself invent the subject matter

sought to be patented, or
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(g) before the applicant's invention thereof the

invention was made in this country by another who had

not abandoned, suppressed, or concealed it. In determin-

ing priority of invention there shall be considered not

only the respective dates of conception and reduction to

practice of the invention, but also the reasonable dili-

gence of one who was first to conceive and last to reduce

to practice, from a time prior to conception by the other,

§ 103. Conditions for patentability; non-obvious subject

matter

A patent may not be obtained though the invention is not

dentically disclosed or described as set forth in section 102

)f this title, if the differences between the subject matter

;ought to be patented and the prior art are such that the

;ubject matter as a whole would have been obvious at the

;ime the invention was made to a person having ordinary

)kill in the art to which said subject matter pertains. Patent-

ibility shall not be negatived by the manner in which the

nvention was made.

§ 282. Presumption of validity; defenses

A patent shall be presumed valid. The burden of estab-

ishing invalidity of a patent shall rest on a party asserting

t.

The following shall be defenses in any action involving

;he validity or infringement of a patent and shall be pleaded

:

(1) Noninfringement, absence of liability for in-

fringement, or unenforceability,

(2) Invalidity of the patent or any claim in suit on

any ground specified in part II of this title as a condi-

tion for patentability.
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(5) Invalidity of the patent or any claim in suit f(

failure to comply with any requirement of sections 1]

or 251 of this title,

(4) Any other fact or act made a defense by th

title.

In actions involving the vaHdity or infringement of

patent the party asserting invaHdity or noninfringemei

shall give notice in the pleadings or otherwise in writing i

the adverse party at least thirty days before the trial, of tl

country, number, date, and name of the patentee of ar

patent, the title, date, and page numbers of any publicatic

to be relied upon as anticipation of the patent in suit o

except in actions in the United States Court of Claims, ;

showing the state of the art, and the name and address (

any person who may be relied upon as the prior inventor (

as having prior knowledge of or as having previously us(

or offered for sale the invention of the patent in suit. In tl

absence of such notice proof of the said matters may not 1

made at the trial except on such terms as the court require


